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Office Action Summary 



Application No. 

10/074,389 



Examiner 

Laurie Mayes 



Applicant(s) 

SCIALDONE ET AL. 



Art Unit 

1653 



^mU NG DATE of this comman ^oTTa^ars on the cover sheet with the corresponoente address ■■ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

- | NO period for reply is specified above, the maximum ^^^^^SJL to become ABANDONED (35 U S C. § 133) 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )□ Responsive to communication(s) filed on 20 May 2003 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance ™g%™<£g* '^002 jj * *" ^ " 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 u.i*. a. 

Disposition of Claims 

4) Q Claim(s) h23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) 1 and 4-23 is/are rejected. 

7) Q Claim(s) 2JS is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0 )D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a) 

11 0 The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

aO All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified cop.es not received. 
14D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional appjc ^ ^ ^ «^or 121 
15)D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

_ ooo; 4)D Interview Summary (PTO-41 3) Paper No(s). 

!)□ Notice of References Cited (PTO-892) 5) □ Notice of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) b LJ 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U other - 
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Application/Control Number: 10/074,389 
Art Unit: 1653 

DETAILED ACTION 

The applicant's response of May 13, 2003 has been entered. In view of the amendments, 
the rejections under 35 USC 1 12 are withdrawn. 

Claim Objections- 35 CFR 1. 75(c) 

In view of the amendment, the rejection of claims 5 and 6 under 35 CFR 1.175(c) is 
withdrawn. The rejection of claim 4 under 35 CFR 1 175(c) is maintained as claim 4 could still 
include a tripeptide which is capped by more amino acids or by another peptide. Therefore, 
claim 4 fails to claim subject matter that narrows the scope of claim 1 but rather enlarges the 
scope of claim 1. 

Allowable Subject Matter 

Claims 2 and 3 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 USC. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) ,hc invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereofby the applicant lor a patent. 

Claims 1 , 4 and 7 rejected under 35 U S C. 102(a) as being anticipated by Brown et al. 
(Annals of Surgical Oncology V7, N10 (Dec), P 743-749 (2000)). Brown et al. teach anti- 
angiogenic tripeptides of the formulas ROD and NCR (p. 744, col. 1, 3 rd para, and Fig. 1). 
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et al. teach all of the elements of claims 1 , 4 and 7 and these claims are anticipated under 



Brown 
35 U.S.C. 102(a) 



Claim Rejections - 35 (JSC § 103 



The following is a quotation of 35 U.S.C. 103(a) wh,ch forms the basis for all 
obviousness rejections set forth in this Office action: 

manner in which the invention was made. 



Claims 1, 4-17 and 20-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blaschuk et al. (US 6,03 1 ,072). Blaschuk et al. teach a small peptide of four or more amino 
acids comprising the sequence XHAV, wherein X may be any amino acid (col. 3, lines 14-17), 
that inhibits angiogenes,s in a mammal (col. 2, lines 66-67 to col. 3, lines 1-10 and col. 3, lines 
60-64) (present clatms 1 and 23) and wherein the peptide may be capped by an acetyl group and 
a C-temninal amide group (col. 3, lines 20-30) (present claims 5, 6), linked in a composition to a 
drug (see claim 2 1 ) (present claim 7, 8) and administered to an inflamed tissue of a tumor to 
inhibit angiogenesis (col. 4, lines 5-10 and for inflamed tissue see col. 20, lines 10-30) (present 
claims 9, 12, 13 ), administered to a mammal to inhibit angiogenesis (col. 3, lines 60-64) (present 
claims 1 0, 1 1 ), or administered to treat rheumatoid arthritis (col. 28, lines 20-23) (present claim 
14) via a pharmaceutical^ acceptable medium, namely, a skin patch (col. 5, lines 1-2) (present 
claims 15, 20) or via biodegradable polymers (col. 17, lines 1-10) (present claim 17) and in 
combination with an antibiotic (col. 1 8, lines 40-62) (present claim 2 1 ) and in surgery or 
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0 , v en ,ha, Blasc.uk e, a, .each tha, .he .npepftde HAV within a larger pep.,de is respons.ble for 
,he an„ang,oge„,c properties of .he peptide, if wou)d have been obv.ous ,o one of ordtnary sk,„ 
, n thc an a, the «tme of .he invention by .he appiican, .0 administer .he rnpepttde alone «o Pea, 
anagenesis and ,o administer ,, via any welUnown deliver, method snch as skin pa,che, 
osmotic pumps, orally, or nasally, for example (present claim 1 6). 

Cla,m S 1, 9, 18 and 19 are rejected under 35 U.S.C 103(a) as betng unpatentable over 

Uouma, of Virology, Vo, 71.No. ll.Nov. ,9,7, pp. 8221-8229) W.ckham e« a, teach a 
mct hod of incorporation of an ang.ogenes.s-.nh.bi.or, tnpepttde sequence into an adenov.rus ,p 
822, co, ,,,«paragraph)andnuc,e,eacids,p.8222,co..2,.as,para.) As recomb.nandy 

prot e,ns, , would have been obv.ous to one of ordinary skill in .he an a, .he „me of the tnven.ion 
by th e applicant ,o administer the angioge„esi,,nh,bi W peptide to ttssne via encodtng nueletc 
acid and incorporate into a vector, adenovtrus or DNA. Thus, the clatmed .nvention was 
prima facie obvious to make and use a, the time the ela.med tnvention was made. 

„ vierv of the applicant's arguments regarding the 102(a) rejection of clatnts 2 and 3 over 
Maeshima e. a)., the 102(a) rejection is withdrawn. 
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Claims 

Any inquiry concerning 



Conclusion 

1 and 4-23 are rejected and claims 2 and 3 are objected to. 

this communication or earlier communications from the 
exarmner should be dtrected to Launc Mayes whose telephone number is (703) 605-1208. The 
examiner can normal.y be reached on Monday through Friday from 9 Am to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
superior, Christopher Low can be reached on (703) 308-2923. The fax phone numbers for the 
organization where tins apphcation or proceeding ,s ass.gned are (703) 305-301 4 for regular 
communications and (703) 305-3014 for After Final communications. 

Any inquiry of a general nature or relatmg to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 1 23. 



Laurie Mayes 
Patent Examiner 
Art Unit 1653 
July 31, 2003 
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